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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 through 4, which are all of the clains
pending in this application.

The appellant's invention relates to a nulti-stage

diffusion buffer for a disk drive which includes fluid

! Application for patent filed Novenber 8, 1994.
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communi cation with the surrounding environnment. Caim1lis
illustrative of the clained invention, and it reads as
foll ows:

1. A diffusion structure for allowing fluid flow
between an interior of a disk drive and a surroundi ng external
envi ronnment, conpri sing:

an entry channel having a first end connected to the
external environnent, and a second end at an opposite end of
said entry channel;

a plurality of chanbers, a first chanber of said
plurality of chanbers connected to said second end of said
entry channel, and a second chanber connected to the interior
of the disk drive;

a plurality of channels interconnected between said
plurality of chanbers, said plurality of channels inhibiting
fl ow between said plurality of chanbers at |east at certain
fluid flow rates;

a housing for the disk drive in which said entry channel,
said plurality of chanbers and plurality of channels are
formed; and

a cover affixed to said housing over said plurality of
chanbers and plurality of channels so as to define a diffusion
path through said plurality of chanbers and plurality of
channel s.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:?

2 G tzendanner, PN 4,620,248, Mrehouse et al., PN 5,025,336, Stefansky
et al., PN 5,029,026, and |noue, JP 62-279588 are all cited in the prior art
section of the Exami ner's Answer but were not applied in any rejections.
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Bl anks 4,751, 594 Jun. 14, 1988
Di on 5, 307, 222 Apr. 26,
1994

Brown et al. (Brown) 5,447, 695 Sep. 05, 1995

Claim4 stands rejected under 35 U.S.C. §8 102 as being

anti ci pated by Brown.

Clainms 1 through 3 stand rejected under 35 U . S.C. § 103
as being unpatentable over Brown in view of Blanks, and
further in view of Dion with respect to claim 3.

Reference is made to the Final Rejection (Paper No. 9),
mai | ed March 25, 1996) and the Exam ner's Answer (Paper No.
16, mail ed Novenber 25, 1996) for the exam ner's conplete
reasoni ng in support of the rejections, and to appellant's
Brief (Paper No. 15, filed August 26, 1996) for appellant's
argunent s thereagai nst.

CPI NI ON

As a prelimnary nmatter we note that appellant indicates
on page 7 of the Brief that the clains are not to stand or
fall together. Appellant states that clainms 1 through 3

shoul d be considered as one group and claim4 as a second

Therefore, we have not considered them
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group and provides argunents as to the separate patentability
of each group in accordance with 37 CFR 8 1.192(c)(7).
Therefore, we will treat the clains as falling into the two
groups proposed by appellant, with claims 1 and 4,
respectively, as representative.

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our

revi ew, we

will reverse both the anticipation rejection of claim4 and
al so the obviousness rejection of clains 1 through 3.

"It is axiomatic that anticipation of a claimunder 8102
can be found only if the prior art reference discloses every

elenent of the claim" |In re King, 801 F.2d 1324, 1326, 231

USPQ 136, 138 (Fed. Cir. 1986). See also, Lindemann

Maschi nenfabri k v. American Hoi st and Derrick, 730 F.2d 1452,

1458, 221 USPQ 481, 485 (Fed. Cir. 1984). In the present
case, claim4 requires, in pertinent part, a plurality of
buffer chanbers with a plurality of connecting channels
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t her ebetween. I n applying Brown against claim4, the exam ner
asserts (Final Rejection, page 3) that elements 62, 66, and 81
nmeet the limtation of buffer chanbers and el enents 82 and 83
refer to channels. Appellant admts (pages 12-13) that

el ement 66 coul d be considered a chanber and that el enents 82
and 83 are channels. However, appellant contends that

el ements 62 and 81 are not chanbers and, therefore, that claim
4 is not anticipated.

Brown identifies 62 as the housing, rather than a
chanber. Al though a housing generally has dinensions simlar
to those of a chanber, the chanbers in claim4 have certain
restrictions that are not nmet by elenment 62. For exanple,
housing 62 is not connected to other chanbers by connecting

channels, as recited in

claim4. Further, housing 62 is not part of the second

di ffusion path and, therefore, does not carry fluid, as

recited in and inplied by claim4. Accordingly, elenment 62

cannot be one of the plurality of chanbers recited in claim4.
As to channel 81 being considered a chanber, the exani ner

argues (Answer, page 4) that the term"channel" neets
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Webster's definition of "chanber," "an encl osed space or
conpartnment.” Further, the exam ner asserts (Answer, page 4)
that "neither the clains nor the specification recite a
structure of channels or chanbers which clearly differentiates
the two elenents,” explaining that appellant's preferred

di mensi ons do not distinguish between the two terns because
appel  ant di scl oses that the di mensions may vary.

Appel lant's use of two separate terns in the claimns,
"channel " and "chanber," at the very least inplies different
types of elenents. Also, the words "channel"” and "chanber™
differ in neaning. Channels nust have an opening at the top
and bottom as they carry sonme formof fluid, whereas a
chanber (as quoted by the examner) is "an encl osed space or
conpartnment” (enphasis added). (Chanbers can have doors or
openi ngs, but channel s cannot be conpletely enclosed.)
Further, relative to chanbers, channels have a higher length

to width ratio.

In addition, appellant indicates in the specification and
drawings an intent for the terns to refer to different types
of elenments. Note, as pointed out by appellant (Brief, pages
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15-16), that the court has held in E.1. Du Pont de Nenours &

Co. v. Phillips Petroleum Co., 7 USPQ2d 1129 (Fed. G r. 1988),

t hat

[i]t is entirely proper to use the specification to
interpret what the Patentee neant by a word or
phrase in the claim [citation omtted]. But this
is not to be confused with addi ng an extraneous
[imtation appearing in the specification, which is
i nproper. By "extraneous,"” we nmean a linmtation
read into a claimfromthe specification wholly
apart fromany need to interpret what the patentee
neant by particular words or phrases in the claim
(brief, page 16, enphasis in original).

Appel  ant shows in the drawi ngs chanbers with a | ow aspect
rati o and channels which are long and narrow. 1In the
specification (page 14) appell ant discloses preferred
di mensi ons of the channels and chanbers. Al though appel | ant
states that the specific size may vary, the preferred
di rensions indicate the relative aspect ratios, which are on
the order of 100:1 for channels and 1:1 for chanbers.
Accordi ngly, appellant has clearly distinguished between the
two ternms, and the exam ner cannot arbitrarily treat them as
bei ng i nterchangeabl e.

Returning to Brown's el enent 81, Brown specifically

refers to it as a channel. Brown shows channel 81 in the
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drawi ngs as a |long and narrow pathway, simlar to elenents 82

and 83, which are

al so | abel ed as channel s and whi ch the exam ner has applied
agai nst the clainmed channels. Further, Brown's elenent 81
appears in the drawings simlar to appellant's channels, which
have been plainly distinguished from chanbers above.
Therefore, Brown's elenent 81 clearly cannot be a chanber as
recited in claim4. Accordingly, Brown does not include
pl ural chanbers connected by channels, but rather at best
i ncl udes one chanber (elenent 66) with three connected
channels. Since Brown does not disclose every elenent of the
claim Brown does not anticipate claim4. Consequently, we
nmust reverse the rejection under 35 U S.C. § 102.

As to the obviousness rejection of clains 1 through 3,
t he exam ner submts (Final Rejection, page 4) that it would
have been obvious to replace Brown's system of channels and
chanmbers inside the disk drive with the same chanbers and
channel s, "but placed on the exterior of the disk drive and
laid conpletely on a plane parallel to the disk drive wall to
whi ch the cover was connected as the one disclosed by Bl anks."
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The examner's rationale for nodifying Browmn's systemis "to
reduce the nunber of conponents inside the disk drive and to
all ow reduction of its size, as well as to all ow possible

access to the channels wi thout disturbing the interior of the

disk drive." The exani ner

proposes (Final Rejection, page 5) further nodifying Brown by
form ng the channels on the disk drive housing rather than on
the cap, "as part of a routine structure optim zation process
aimed to mnimze the nunber of steps involved in the
fabrication of the disk drive."

As t horoughly di scussed above, Brown does not include
pl ural chanbers as required by the nmethod of claim4. dains
1 through 3 define a structure with the sane limtation of
pl ural chanmbers, with plural channels interconnected between
t he chanbers. Accordingly, Brown | acks the plural chanbers
required for clainms 1 through 3. The examner's statenents

not wi t hst andi ng, Bl anks di scl oses a channel 12 and no



Appeal No. 1997-2036
Application No. 08/335,991

chanbers. Accordingly, Blanks does not cure the deficiencies
of Brown.?3

Furthernore, in rejecting clains under 35 U.S.C. 8§ 103,
it is incunmbent upon the exam ner to establish a factual basis
to support the | egal conclusion of obviousness. See In re

Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Gr

1988). In so doing, the examner is required to provide a
reason why one having ordinary skill in the pertinent art

woul d have been led to

nodi fy the prior art to arrive at the clained invention. Such
reason nust stem from sonme teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley, 837 F.2d 1044, 1052, 5 USPR2d 1434, 1438 (Fed.

Cir. 1988), cert. denied, 488 U S. 825 (1988). These show ngs

by the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

3 W note that Dion was added in the rejection of claim3. However,
since clainms 1 through 3 have been grouped together, and appellant has not
provi ded any argunents as to the applicability of Dion, we will not discuss
Dion further in this decision.
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In re OCetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992). Furthernore, "[t]hat know edge can not cone from
the applicant's invention itself." Qetiker, 977 F.2d at 1447,
24 USPQ2d at 1446.

The exam ner has provided no teaching, suggestion or
inplication fromthe prior art for the proposed nodifications
of Brown. Although Bl anks includes a channel on a vent cap,
there is no suggestion in Blanks to nove a system of channel s
fromthe inside of the disk drive cover to a cap exterior to
the disk drive, nor to nove it then to the exterior of the
di sk drive housing. Further, there is no suggestion in either
reference to reorient the channels of Brown to be all in a
pl ane parallel to the disk drive wall. The exam ner has

nmerely used inpermssible

hi ndsight to arrive at the clained invention. Accordingly,

the exam ner has failed to establish a prima facie case of

obvi ousness. Therefore, we must reverse the obvi ousness

rejection of clainms 1 through 3.
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CONCLUSI ON

The decision of the exam ner rejecting claim4 under 35
US C 8 102 is reversed. The decision of the exam ner

rejecting clains 1 through 3 under 35 U S.C. 8§ 103 is

rever sed.
REVERSED
JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLMAN GROSS )
Adm ni strative Patent Judge )
vsh
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